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DETAILED ACTION 
Withdrawal of Finality 

1 . Applicant's request for reconsideration of tine finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claim 21 rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. The claim 21 recites the limitations that "the leg 
terminating in an end portion" is claiming a human body and according the rule the 
applicant must not claim human body. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 21 recites the limitation "the leg terminating in an end portion not covered 
by the band" in claim is not clear to the examiner whether applicant is claiming the leg 
or band, therefore the claim is not clear to the examiner. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claim 21 is rejected under 35 U.S.C. 102(b) as being anticipated by Habermeyer 

etal. (5,399,152). 

Habermeyer et al. discloses a continuous flexible band (20, 21 that is shown in figure 3 
to be encircle around a calf portion of a human leg and thereby meets the claim 
limitation) "adapted to encircle a calf portion of a human leg extending entirely through 
the band, the leg terminating in an end portion not covered by the band" which has been 
treated as an intended use recitation. It has been held that a recitation with respect to 
the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). Since the limitation 
have not been positively claimed, it is inherent that the device of Habermeyer et al. 
shown is capable to be used in the manner as set forth in the functional limitations 
recited in the claim. The band has an inner surface (inside surface of the bladder 20, 
21 ) spaced apart from the skin of a wearer (before evacuation of air the inner surface 
would be spaced apart from the skin). An outer surface (outer side of bladder 20, 21 is 
interpreted as outer surface) with opposing side portions (see fig 3) and a port 
(evacuation valve 20', 21') facilitating evacuation of the space, it is disclosed in column 
3 lines 44-49 of the reference that there is, evacuation of the bladder, which has been 
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interpreted by the examiner to be an evacuation of the space between the inner surface 
of the band and the skin of the wearer so that the inner surface of the band makes 
intimate, slip free contact with the skin that has been interpreted by the examiner to be 
an evacuation of interior space which will create an intimate contact, further shown in 
figure 3, to inherently create slip-free contact with the skin). A rigid structure (30) is 
disclosed to be coupled to the side portion of the band (20, as shown in figure 3 is 
coupled to the side portions of the band), the rigid structure including a portion that 
extends around and past the end portion of the leg, thereby transferring loads to the 
band and calf portion as opposed to the end portion of the leg (see fig 3). However, with 
respect to limitations of "thereby transferring loads to the band and calf portion as 
opposed to the end portion of the leg during ambulation" this limitation has been treated 
as a functional recitation and has not been given any patentable weight. In order to be 
given patentable weight, a functional recitation must be expressed as a "means" for 
performing the specified function, as set forth in 35 USC 112, 6"^ paragraph, and must 
be supported by recitation in the claim in sufficient structure to warrant the presence of 
the functional language. In re fuller, 1929 CD. 172; 388 CD. 279. Further, the device of 
Habermeyer et al. is capable of transferring loads to the band and the calf portion. 

Claim Rejections - 35 USC § 103 
8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 1 0/791 ,948 Page 5 

Art Unit: 3772 

invention was made to a person having ordinary sl^ill in tlie art to wliicli said subject matter pertains. 
Patentability sliall not be negatived by tlie manner in wliicli the invention was made. 

9. Claims 3, 5 are 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stark et al. (2001/0020143). 

Stark et al. discloses a continuous flexible band (114) that is clearly capable of being 
"adapted to encircle a calf portion (see fig 1) since it is shown in Stark et al. that the 
band is encircling the human leg above and below knee of a human leg extending 
entirely through the band, the leg terminating in an end portion not covered by the band" 
this limitations has been treated as an intended use recitation. It has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 
Since these limitations have not been positively claimed, it is obvious that the device of 
Stark et al. discloses in paragraph 0079 that the device is positioned around the 
intended portion of the body, therefore, the examiner interpreted that the device of Stark 
et al. to be used in the manner as set forth in the functional limitations recited in the 
claim. The band has an inner surface (inside surface of the bladder 1 14 is interpreted as 
inner surface) spaced apart from the skin of a wearer (see fig 1) that is initially spaced 
apart from the skin of wearer and an outer surface (outer side of bladder 1 14 is 
interpreted as outer surface) with opposing side portions (see fig 1 ) and a port (outlet 
valve 116) facilitating evacuation of the space. It is disclosed in paragraph 0066 of the 
reference that there is a single valve that can be used for inflation and deflation of air, 
which has been interpreted by the examiner as evacuation of the space between the 
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inner surface of tine band and tlie sl^in of tlie wearer so tliat tlie inner surface of tlie 
band makes intimate, slip free contact witli tine sl<in tliis has been interpreted by the 
examiner to be an evacuation of interior space obviously which will create an intimate 
contact, to obviously create slip-free contact with the skin. A rigid structure (110) is 
disclosed to be coupled to the side portion of the band (114, as shown in figure 1 is 
coupled to the side portions of the band), the rigid structure including a portion that 
extends around and past the end portion of the leg, thereby transferring loads to the 
band and calf portion as opposed to the end portion of the leg (see fig 1 ). However, with 
respect to limitations of "thereby transferring loads to the band and calf portion as 
opposed to the end portion of the leg during ambulation" these limitations have been 
treated as a functional recitation and have not been given any patentable weight. In 
order to be given patentable weight, a functional recitation must be expressed as a 
"means" for performing the specified function, as set forth in 35 USC 112, 6"^ paragraph, 
and must be supported by recitation in the claim in sufficient structure to warrant the 
presence of the functional language. In re fuller, 1929 CD. 172; 388 CD. 279. Further, 
the device of Stark et al. is capable of transferring loads to the band and the calf portion. 
With respect to claim 3, Stark et al. discloses the rigid structure is permanently or 
temporarily attached to the side portions of the band (see figure 1). 
With respect to claim 5, Stark et al. discloses the fastener also can be of hook and loop 
type fastener [0065]. 
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1 0. Claims 6 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Stark et al. in view of Hassler (6,397,400). 

Stark et al. substantially disclose the invention, see rejection to claims 3, 5 are 21 
above; however Stark et al. does not disclose that the device discloses an intermediate 
layer disposed between the inner surface of the band and the skin of the user, the 
intermediate layer is perforated. 

However, Hassler teaches a body protection device comprising molded bodies (19, 20) 
accommodated in a receiving enclosure (1 1) that is disposed between the molded 
bodies and skin as shown in figures 1-2, wherein enclosure is made of natural or 
synthetic fibers (see column 2 lines 1-11), which can be made from a non-woven and 
porous textured sheet or perforated materials as broadly interpreted by the examiner 
that a fabric by nature is porous. At the time of the invention was made, it would have 
been obvious to one having ordinary skill in the art to use the enclosure of Hassler to 
enclose the bladder of the Stark et al., as taught by Hassler so, that the outer cover of 
the device would be smooth to the skin of the user. 

1 1 . Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Stark et al. in view of Detty (5,472,413). 

Stark et al. substantially disclose the invention, see rejection to claims 3, 5 are 21 
above; however Stark et al. does not disclose that brace includes a thermal-insulating 
layer inside the sleeve. 
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However Detty discloses a l<nee and elbow brace is made of neoprene having a 
thermal-insulation property (column 3 lines 30-39). At the time the invention was made, 
it would have been obvious to one skilled in art to make the layer of the Stark et al. 
device of neoprene to have thermal insulation properties, as taught by Detty to withhold 
the heat over the user's skin. 

12. Claims 19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stark et al. in view of Hydorn (2,545,146). 

Stark et al. substantially disclose the invention, see rejection to claims 3, 5 are 21 
above; however Stark et al. does not disclose that rigid structure include a cast, a shoe, 
boot, or fin. 

However, Hydorn teaches an artificial limb (1 , obviously it is a cast for the limb) is rigid 
(column 1 lines 14-17) and an upper leg section having a boot (2, column 1 lines 49-51). 
At the time of the invention was made, it would have been obvious to one having 
ordinary skill in art to use the artificial limb over the rigid structure of invention of Stark et 
al., as taught by Hydorn to have leg support for supporting weight of user, while the 
device is in use. 

Response to Arguments 

1 3. Applicant's arguments with respect to claims 3, 5-9, 1 9 and 21 -22 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Habermeyer et al. (5,399,152) discloses an apparatus for treating 
fractures in extremities by deformable and evacuatable vacuum-tight cushions having at 
least one valve. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TARLA R. PATEL whose telephone number is 
(571)272-3143. The examiner can normally be reached on M-T 6-3.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on 571-272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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